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DETAILED ACTION 
Response to Arguments 

1 . In light of the Interview conducted on 1/25/2007, the finality of the previous action is 
withdrawn. 

2. The indicated allowability of claims 1-5, 9, 10, and 23 is withdrawn in view of the new 
grounds of rejection under 35 U.S.C. § 101. This rejection follows. 

Claim Objections 

3. Claims 13, 15, and 17 are objected to because of the following informalities: in line 3 of 
each claim, "comprising payload" should be "comprising a payload". Appropriate correction is 
required. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 1-5, 9, 10, 23, and 24 are rejected under 35 U.S.C. § 101 because the claimed 
invention is directed to non-statutory subject matter since the claims are directed to a signal per 
se. A signal per se is non-statutory since it does not fall within any of the categories of patentable 
subject matter set forth in 35 U.S.C. § 101 (process, machine, composition of matter, and 
manufacture). A claimed signal is not a "process" since it does not have a series of steps. Also, a 
claimed signal is not a "machine" since is has no physical structure and does not itself perform 
any useful, concrete, and tangible result. Further, a claimed signal is not a "composition of 
matter" since it is not matter, but a form of energy. Finally, a claimed signal is not a 
"manufacture" since it does not have physical substance, where the Supreme Court has read the 
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term "manufacture" in accordance with its dictionary definition to implicitly require physical 
substance: "the production of articles for use from raw or prepared materials by giving to these 
materials new forms, qualities, properties, or combinations, whether by hand-labor or by 
machinery." Diamond v. Chakrabarty, 447 U.S. 303, 308, 206 USPQ 193, 196-97 (1980) 
(quoting American Fruit Growers, Inc. v. Brogdex Co., 283 U.S. 1,11,8 USPQ 131, 133 (1931), 
which, in turn, quotes the Century Dictionary). In order to be statutory, the signal needs to be 
claimed in conjunction with otherwise statutory subject matter, e.g. claiming the signal in 
conjunction with an otherwise statutory method claim. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

« 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith et al. 
(USPN 6,714,557), of record, in view of Oliver (USPN 6,292,484), of record, in further view of 
Cantoni et al. (USPN RE37,494), of record. 

8. Regarding claim 24, Smith discloses in a wireless communication system with an air 
interface comprising a plurality of bursts (col. 1, lines 31-33), a method comprising the step of 
defining a plurality of bursts, wherein each burst (time slot) comprises a field (overhead) 
embedded within the burst (col. 2, lines 52-col. 3, line 13); and wherein the field is one taken 
from the group of a synchronization field (preamble) and a signaling field (other fields in 
overhead) (col. 2, lines 52-col. 3, line 13) wherein the claim only requires that each burst have at 
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least one field and that this one field be a synchronization field or a signaling field such that the 
"field" in one burst need only be a preamble or a signaling field; and wherein, when the field is a 
synchronization field, defining a position of at least one subsequent burst comprising the 
signaling field (col. 5, lines 16-21); 

Smith does not expressly disclose that, when the field is a synchronization field, defining 
a position of at least one subsequent burst comprising the synchronization field; however, Smith 
does disclose that the synchronization field can be eliminated for a predetermined number of 
slots (col. 4, line 48-col. 5, line 7). Oliver teaches, in a TDMA communication system, using an 
offset to indicate the position of a subsequent embedded field (col. 3, lines 40-62) in order to 
allow the receiver to correctly ascertain the positions of fields in the data stream (col. 4, lines 22- 
30). Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to define a position of at least one subsequent burst comprising the synchronization 
field in order to allow the receiver to correctly ascertain the position of the synchronization field 
when the synchronization field has been eliminated for a predetermined number of slots. 

Smith in view of Oliver does not expressly disclose that, when the field is a signaling 
field, defining an indicator in a framing portion of the signaling field to identify that payload in 
the burst is taken from a group of (a) begins a new packet, (b) completes a packet, and (c) does 
not begin or complete a packet. Cantoni discloses, in a TDMA communication system, defining 
an indicator to identify that payload in the burst is taken from a group of (a) begins a new packet, 
(b) completes a packet, or (c) does not being or complete a packet (col. 3, lines 65-66 and col. 4, 
line 59-col. 5, line 9) in order to allow a packet that is larger than the size of the time slot to be 
transmitted and correctly received (col. 1, lines 53-60 and col. 2, lines 40-50). Thus, it would 
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have been obvious to one of ordinary skill in the art at the time of the invention to define, when 
the field is a signaling field, an indicator in a framing portion of the signaling field to identify 
that payload in the burst is taken from a group of (a) begins a new packet, (b) completes a 
packet, and (c) does not being or complete a packet in order to allow a packet that is larger than 
the size of the time slot to be transmitted and correctly received, where the information is 
"framing information" such that it is in a "framing portion of the signaling field." 

Allowable Subject Matter 
9. Claims 13-22 are allowed. The prior art does not disclose or fairly suggest signaling a 
mode for the system using a unique synchronization pattern. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel J. Ryman whose telephone number is (571)272-31 52. The 
examiner can normally be reached on Mon.-Fri. 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Huy Vu can be reached on (571)272-3155. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Daniel J. Ryman 
Examiner 
Art Unit 2616 
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